Cross-Border Fame Counts: How Mainland Evidence Won a Hong Kong Trademark Battle

The Hong Kong Trademark Registry recently invalidated the trademark “九州通” (Jiu Zhou Tong in Chinese), registered by a local company, following an action by a major PRC-based pharmaceutical and logistics company.  The applicant argued that the registrant’s mark was identical or highly similar to its own well-known mark, recognized in China since 2014, and that the registration was made in bad faith, breaching Section 11(5)(b) of the Trade Marks Ordinance.

To support its claim, the applicant provided extensive evidence of reputation and use, including awards, certificates, event participation, and promotional materials — primarily from mainland China.

Legal Principles Applied

The tribunal examined several factors, including the applicant’s longstanding use and reputation, the high degree of similarity between the marks, and the registrant’s inability to provide a credible explanation for its choice of mark.  Based on these considerations, the tribunal inferred that the registrant had copied the applicant’s mark and ruled the registration invalid.

Key Takeaways

This case demonstrates that evidence of reputation and use generated outside Hong Kong — particularly in mainland China — can be highly persuasive in Hong Kong trademark invalidation proceedings, especially when the marks and goods/services are closely related.  The decision reflects the increasing commercial integration between Hong Kong and mainland China, where business activities, advertising, and consumer exposure frequently cross borders.  Hong Kong consumers are now more likely to encounter brands through e-commerce platforms, travel, and other channels originating from the mainland, while the significant number of mainland visitors to Hong Kong further strengthens these cross-border commercial links. 

As commercial ties between Hong Kong and mainland China continue to deepen, evidence of fame and use from the mainland will likely play an even more significant role in future Hong Kong trademark disputes.  Businesses seeking to enforce or defend trademark rights in Hong Kong should be prepared to present comprehensive evidence of reputation and use, regardless of whether that evidence originates locally or from the mainland.

For the full decision (in Chinese) and the English translation of the case please refer to [link] here. 


